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This is an appeal fromthe final rejection of clains 1-7, 9,
and 10, all the clainms remaining in the present application.
Claim1l is illustrative:

1. A process for electrolytic treatnent of copper foil,
conprising the steps of:

(A) applying a voltage across an anode and cat hode, wherein
t he anode and cathode are in contact with an el ectroplating
conposition containing a gelatin conponent;

(B) renoving organic particulate matter by contacting the
el ectropl ati ng conposition containing the organic particul ate
matter with macroreticular resin; and

(C electrolytically treating said copper foil.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Meitzner et al. 4, 486, 313 Dec. 4, 1984
(Meitzner)

Her ber t 4,501, 646 Feb. 26, 1985

D Franco et al. 5,171, 417 Dec. 15, 1992
(Di Franco)

Appellant’s clainmed invention is directed to a process for
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the electrolytic treatnment of copper foil wherein the
el ectropl ating conposition contains a gelatin conponent. The
process produces a gelatin by-product in the formof an organic
particul ate which causes defects in |am nate boards. Appellant’s
process renoves the organic particulate fromthe el ectroplating
conposition by providing contact between the el ectropl ating
conposition and a nmacroreticul ar resin.

Appeal ed clainms 1-7, 9, and 10 stand rejected under
35 U S.C 8§ 112, second paragraph. In addition, the appeal ed
clainms stand rejected under 35 U.S.C. §8 103 as bei ng unpatentabl e
over Herbert in conbination with D Franco and Meit zner

Upon careful consideration of the opposing argunents
presented on appeal, we will not sustain the examner’s
rejections.

We consider first the rejection under 8 112, second
paragraph. According to the examner, claiml1l is indefinite
because it is not clear where the organic particulate matter is

renoved from and, also, “where the foil is or how the foi

participates in the overall process during the particul ate
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removal process.” (Page 6 of Answer). However, we fully concur
wi th appellant that when the claimlanguage is read in |ight of
the present specification, as it nust be, it is abundantly clear
that the organic particulate matter is renoved fromthe
el ectropl ating conposition. Furthernore, as is evident fromthe
prior art cited in the present specification and applied by the
exam ner, one of ordinary skill in the art would have no
difficulty in understanding how the copper foil is processed in
the clained electrolytic treatnment. Regarding the examner’s
statenent that “[c]laim1l as witten does not specifically state
that the gelatin is the organic particulate matter that Appell ant
is trying to renove fromthe bath,” (page 10 of Answer), it is
clear fromthe present specification that it is not gelatin, but
a gelatin by-product, that is the organic particulate matter.

We now turn to the examner’s 8 103 rejection. W find no
error in the examner’s conclusion that the conbi ned teachi ngs of
Herbert and Di Franco evidence that it was known in the art to

el ectrolytically treat copper foil wth an electroplating

conposition containing a gelatin conponent. However, as
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mai nt ai ned by appellant, neither reference teaches that the

gel atin produces an organic particulate nmaterial as a by-product
t hat must be renoved. Also, neither Herbert nor D Franco teach
or suggest contacting the electroplating conposition with a
macroreticular resin, as required by the appealed clains. Wile
appel lant’ s specification readily acknow edges that Meitzner

di scl oses appellant’s nmacroreticular resin as useful for renoval
of ionic solutes and organic fluids fromfluids, Mitzner

provi des no suggestion of enploying the macroreticular resin in
an electrolytic process of the type clained. Consequently, we
agree with appellant that the only notivation for utilizing the
macroreticular resin of Meitzner in the processes of Herbert and
D Franco arises fromappellant’s specification. By nowit is
axi omatic that the use of such inperm ssible hindsight cannot

support a rejection under 35 U S. C. § 103.

I n concl usi on, based on the foregoing, the exam ner’s
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decision rejecting the appealed clains is reversed.

REVERSED

Chung K. Pak
Adm ni strative Patent Judge

)
Edward C. Kinmlin )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
John D. Smith )
Adm ni strative Patent Judge ) APPEALS AND
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)
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